Amendment and Response 
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REMARKS 

Claims 10-13 stand rejected under 35 U.S.C. §102(b) as being anticipated by U.S. Patent 
No. 6,061,929 to Ritter ("Ritter"). Also, claims 10-20 stand rejected under 35 U.S.C. §103(a) as 
being unpatentable over Ritter in view of U.S. Patent No. 4,51 1,627 to Tanuma et al 
("Tanuma"). 

Applicants hereby amend claims 10 and 20 and add new claims 21-28 dependent directly 
or indirectly therefrom to more particularly point out and distinctly claim the subject matter of 
the invention. No new matter has been introduced by these amendments. Support for these 
amendments can be found throughout the specification, for example, in paragraphs [0022]- 
[0029]. Insofar as the instant patent application is subject to a restriction requirement, Applicants 
respectfully submit that new dependent claims 21-24 and 25-28 are directed to a sole and an 
article of footwear, respectively, and, therefore, belong to the previously elected claim group. 

Prior to entry of this Amendment, claims 1-20 are pending in the application; however, 
claims 1-9 have been canceled, without prejudice, insofar as they were withdrawn from 
consideration as being drawn to unelected invention. Claims 10 and 20 are the independent 
claims under consideration. Claims 10 and 20 are currently amended, and claims 21-28 are 
added. 

Applicants hereby affirm the provisional election initially made by Applicants' attorney 
John V. Forcier over the telephone on June 17, 2003, to have claim group II (i.e., claims 10-20) 
examined. In view of the restriction requirement and cancellation of claims directed to methods 
of manufacturing a shoe sole, Applicants amend the title to make it more descriptive of the 
invention to which the pending claims are directed. 

In view of the above amendments and following remarks, reconsideration and withdrawal 
of all grounds of rejection are respectfully requested. 

1. Claims 10-13 stand rejected under 35 U.S.C. §102(b) as being anticipated by Ritter. 
Applicants respectfully traverse this rejection to the extent it is maintained over the claims, as 
amended. 
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Briefly, Ritter appears to disclose a sole having two distinct density materials that are hot 
compression molded together to form a structurally integral unit. See Ritter, col. 2, lines 46-49. 
A foot-shaped sole piece of desired size is made by die cutting from a sheet of a thermoplastic or 
thermosetting compound of a desired hardness. See Ritter, col. 3, lines 10-12 and col. 4, line 30- 
33. A midfoot portion of a selected size and shape, corresponding to a desired shank portion, is 
then die cut out of the sole piece. See Ritter, col. 3, lines 13-14. The higher density shank 
portion is separately die cut to the same dimensions of the removed piece, and then inserted into 
the opening in the midfoot region of the sole piece. See Ritter, col. 3, lines 15-18. The 
composite is then hot compression molded together to integrally fuse the shank portion to the rest 
of the sole, whereby chemical cross linking bonds are purportedly created between the shank and 
the remainder of the sole. See Ritter, col. 3, lines 18-22. 

In order for a claim to be anticipated under 35 U.S.C. § 102(b), each and every limitation 
of the claim must be found in a single reference. Applicants respectfully submit that Ritter fails 
to meet this exacting standard with respect to independent claim 10 or claims 11-13, which 
depend either directly or indirectly therefrom. 

Specifically, Applicants have amended independent claim 10 to clarify that a sole element 
(e.g., a midsole) and at least one support element are "attached and shaped to assume a 
predetermined final outer contour by co-vulcanization" Applicants respectfully submit that 
Ritter fails to be a proper anticipatory reference to Applicants' amended independent claim 10, at 
least because Ritter does not teach or suggest this limitation. In Applicants' specification, at 
paragraph [0024], Applicants explain that the material of the sole element is pre-vulcanized "for 
the provision of the initial shape thereof." Applicants further explain that "[a]fter the preforms of 
the support element 26 and the sole element 24 have been produced . . . they are arranged in a 
mold having a cavity that determines the final sole shape." Specification, paragraph [0028]. 
Applicants teach that, in one embodiment, a blowing agent is added to the material of the sole 
element preform and, "after closing the mold, the . . . blowing agent ... is activated by the heat 
and/or pressure applied to the mold," so that "[t]he sole element preform is foamed and thereby 
enlarges its volume, being pressed into the predetermined shape of the mold cavity." 
Specification, paragraph [0028]. 
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In contrast to Applicants' claimed invention, Ritter's sole piece acquires its desired outer 
contour prior to the attachment of the shank portion thereto by hot compression molding. Ritter 
repeatedly emphasizes that the molding process imparts desired shapes and contours to the outer 
surfaces of the sole (i.e. top and bottom surfaces), for example, imparting treads to the bottom of 
the sole and a suitable upper surface for contact with the user's foot. See Ritter, col. 3, lines 33- 
36, col. 4, line 65-66, and col. 5, lines 10-11. Ritter, however, does not teach or suggest a sole 
element and at least one support element that are "attached and shaved to assume a 
predetermined final outer contour by co-vulcanization" as recited in Applicants' amended 
claim 10. 

Moreover, Applicants respectfully submit that Ritter does not teach or suggest that a sole 
element and at least one support element are "attached and shaped to assume a predetermined 
final outer contour by co-vulcanization " As described in Applicants' specification, 
vulcanization of polymers typically entails chemical cross-linking of basic polymer chains, 
resulting in improved mechanical properties of the polymer material, such as, for example, 
greater hardness, strength, and resiliency. In contrast, Ritter does not teach or suggest that any 
mechanical property of the sole piece or the shank piece is altered following the hot compression 
molding, or that chemical cross-linking occurs within either of these pieces. In fact, Ritter 
discloses that the sole piece and the shank piece are preferably fabricated by die cutting from a 
polymer sheet of desired hardness , i.e. Ritter's sole components having a desired property are 
fabricated by using a specific source material rather than by further processing. Applicants, 
therefore, submit that Ritter's materials of different densities appear to be fully vulcanized prior 
to the fabrication of the sole. 

Moreover, underscoring the physical (rather than chemical) nature of the bond between 
the sole components, Ritter describes that, following the molding, the shank is " fused in place." 
See Ritter, col. 3, line 26. Process parameters disclosed by Ritter in col. 4, lines 61-64 further 
support a conclusion that Ritter's method results in a physical bond between the sole 
components, rather than their co-vulcanization. Notably, Ritter's process is carried out at 
temperatures between 400° and 600° F, which substantially exceed Applicants' disclosed 
temperature range of 150°-170°C (302°-338°F). Accordingly, Applicants respectfully submit 
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that Ritter does not teach or suggest that a sole element and at least one support element are 
"attached and shaped to assume a predetermined final outer contour by co-vulcanization " as 
recited in Applicants' amended claim 10. 

Accordingly, Applicants respectfully submit that independent claim 10, as amended, is 
allowable over Ritter. Because claims 11-13 depend, either directly or indirectly, from amended 
independent claim 10, and include all of the limitations thereof, Applicants respectfully submit 
that these claims are allowable as well. In addition, Applicants note that Ritter does not teach or 
suggest further limitations recited in these claims. For example, with respect to claim 13, Ritter 
does not teach or suggest that "at least one of the sole element and the support element is made 
from a partially vulcanized preform ." As mentioned above, Ritter 5 s sole components comprising 
materials of different densities appear to be fully vulcanized prior to the fabrication of the sole 
and, therefore, undergo no further change in mechanical properties. 

Accordingly, reconsideration and withdrawal of the rejection of claims 10-13 under 35 
U.S.C. § 102(b) based on Ritter are respectfully requested. 

2. Claims 10-20 stand rejected under 35 U.S.C. §103(a) as being unpatentable over Ritter in 
view of Tanuma. Applicants respectfully traverse this rejection to the extent it is maintained 
over the claims, as amended. 

Briefly, Tanuma appears to describe an ethylene-vinyl acetate resin used as an 
intermediate layer between glass plates in a sandwich glass. See Tanuma, col. 1, lines 33-44. A 
number of ingredients, such as curing agents, coupling agents, plasticizers, and photosensitizers 
can be added to the resin. See Tanuma, col. 2, line 19 to col. 4, line 5. During the manufacture 
of the sandwich glass, the resin is shaped into a sheet and the resulting sheet is interposed 
between two glass plates to be superposed and gradually heated up to about 80°C. See Tanuma, 
col. 4, lines 6-19. The resulting glass assembly provided with the uncured resin intermediate 
layer is heated on a hot plate to a temperature above its melting point, for example, to about 
160°C for 20 minutes, whereby the intermediate layer is crosslinked to provide a sandwich glass 
having a transparent intermediate layer. See Tanuma, col. 4, lines 19-23 and 56-61, col. 5, lines 
57-60, col. 8, lines 14-17, and col. 10, lines 13-16. 



9 



Amendment and Response 
Serial No. 10/092,739 

To establish a prima facie case of obviousness, three basic criteria must be met. First, 
there must be some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) must teach or suggest all the claim 
limitations. The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art and not based on applicant's disclosure. 
InreVaeck . 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). MPEP § 706.02Q). 

Applicants respectfully submit that a prima facie case of obviousness is not established 
with respect to claims 10-20, in view of the amendments to independent claims 10 and 20, 
because neither Ritter nor Tanuma, alone or in proper combination, teach or suggest all the 
limitations of independent claims 10 and 20, as amended. 

As discussed hereinabove in section 1, Ritter does not teach or suggest that a sole element 
and at least one support element are "attached and shaped to assume a predetermined final 
outer contour by co-vulcanization," as recited by Applicants' amended independent claims 10 
and 20 and incorporated into dependent claims 11-19. 

Turning to Tanuma, Applicants respectfully submit that the disclosure of this reference 
fails to cure the deficiencies of Ritter with respect to amended independent claims 10 and 20 for 
at least two reasons. First, Tanuma' s intermediate layer is formed into its final shape for 
interposition between glass plates using "an extruder, a calender, an inflation die, a hot press or 
the like" (Tanuma, col. 4, lines 12-13) prior to any further processing. Tanuma in combination 
with Ritter, therefore, also do not teach or suggest that a sole element and at least one support 
element are "attached and shaped to assume a predetermined final outer contour by co- 
vulcanization" as required by Applicants' claims. 

Second, to the extent Tanuma can be interpreted to disclose vulcanization of the resin 
composition during the manufacture of the sandwich glass, Applicants submit that the proposed 
modification of Ritter in view of Tanuma's teachings is inconsistent with Ritter's objectives and 
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no motivation to modify is present in either of the cited references. Absent this motivation, a 
rejection under 35 U.S.C. § 103(a) should not be maintained. 

There is no motivation to combine the teachings of Ritter and Tanuma in order to arrive 
at the invention recited in independent claims 10 and 20, as amended, because the teachings of 
both of these references are wholly inconsistent with the proposed modification. In particular, 
neither Ritter nor Tanuma, or the knowledge of one of ordinary skill in the art, provides the 
requisite suggestion or motivation to vulcanize Ritter's sole components during fabrication of the 
sole to arrive at the invention recited in independent claims 10 and 20. 

Specifically, as mentioned above, Ritter discloses that the sole components are fabricated 
by die cutting desired shapes thereof from a polymer sheet of desired hardness and, therefore, 
Ritter's materials are already fully vulcanized and their final outer contour are predetermined 
prior to the fabrication of the sole. Also, Ritter's process is carried out at temperatures between 
400° and 600° F. Tanuma, on the other hand, teaches to start with an uncured polymer and heat 
it above the polymer's melting point, as a specific example - 320° F, in order to cause cross- 
linking in that material, thereby improving its transparency and penetration resistance. See 
Tanuma, col. 3, lines 25-29 and col. 4, lines 66 to col. 5, line 4. Applicants submit that the 
modification proposed in the Office action would either result in a change in mechanical 
properties of Ritter's sole components, if any cross-linking occurs in the materials during hot 
compression molding, or would compromise the integrity of the bond between the sole piece and 
the shank piece, because of the reduced process temperature, if no further cross-linking is 
possible in the materials. Thus, the modification of Ritter with teachings of Tanuma is not only 
inconsistent with the references' teachings and fails to further Ritter's objectives, it in fact may 
work against them by rendering Ritter inoperable for its intended purpose. 

For at least these reasons, Applicants respectfully submit that independent claims 10 and 
20, as amended, are allowable over Ritter in view of Tanuma. Because claims 1 1-19, as well as 
new claims 21-27, depend either directly or indirectly, from either amended independent claim 
10 or 20, Applicants respectfully submit that these claims are allowable as well. Accordingly, 
Applicants respectfully request reconsideration and withdrawal of the rejection of claims 10-20 
under 35 U.S.C. § 103(a) as being unpatentable over Ritter in view of Tanuma. 
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CONCLUSION 

In view of the foregoing, Applicants respectfully request reconsideration, withdrawal of 
all grounds of rejection, and allowance of claims 10-28 in due course. The Examiner is invited 
to contact Applicants' undersigned representative by telephone at the number listed below to 
discuss any outstanding issues. 



Respectfully submitted, 



Date: December JJ_, 2003 

Tel. No. (617) 248-7453 
Fax No. (617) 248-7100 




Mark L. Beloboj^ov, Reg. No. 50,773 

Attorney for Applicants 

Testa, Hurwitz, & Thibeault, LLP 

125 High Street 

Boston, MA 02110 
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